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Art Unit: 1626 

Claims J.-20 are pending in this application. 

Claim Rejections - 35 USC § 112 
The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and 
distinctly claiming the subject matter which the applicant regards as his invention. 

Claims i-20ffle rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

Claims 1-/ ^e written in functional language and therefore, broader than the enabling 
disclosure. For example, claim 1, recites "conjugating the fluorophore with an^a^T> 
l^r^ndj (line 9, page 30), and claim 2, recites "reacting the organic compound and the 
fluorophore under covalent bond forming conditions" (lines 2-3). Therefore, claims 1-9, are 
indefinite. Claim^ Ifi, must recite specific steps as to how one of ordinary skill in the art would 
perform the conjugation and covalent bonding. The claims must recite the reagents, the reaction 
times and conditions involve in the processes. A claim must stand alone to define the 
inventions, and incorporation into the claims by express reference to the specification or an 
external source is not permitted. Fx parte Fressola, 27 USPQ 2d 1608, BdPatApp & Inter. 
(1993). 
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A broad range or limitation together with a narrow range or limitation that falls within the 
broad range or limitation (in the same claim) is considered indefinite, since the resulting claim 
does not clearly set forth the metes and bounds of the patent protection desired. Note the 
explanation given by the Board of Patent Appeals and Interferences in Ex parte Wu, 10 
USPQ2d 2031, 2033 (Bd. Pat. App. & Inter. 1989), as to where broad language is followed by 
"such as" and then narrow language. The Board stated that this can render a claim indefinite by 
raising a question or doubt as to whether the feature introduced by such language is (a) merely 
exemplary of the remainder of the claim, and therefore not required, or (b) a required feature of 
the claims. Note also, for example, the decisions of Ex parte Steigewald, 131 USPQ 74 (Bd. 
App. 1961); Ex parte Hall, 83 USPQ 38 (Bd. App. 1948); and Ex parte Hasche, 86 USPQ 481 
(Bd. App. 1949). In the present instance, claim 1, lines 6-7 recites the broad recitation "Ra and 
Ra' are non-hydrogen substituents", the claim also recites on line 8, "Ra' includes a group 
reactive to derealization", which is the narrower statement of the range/limitation. Therefore, 
claims 1-9, are indefinite. By deleting the narrower rangeAimitation the rejection would be 
overcome. 

Applicants' arguments filed 2/26/01 have been fully considered but they are not 
persuasive. Applicants' argue that "the specification provides explicit definitions" of the 
factional terms. This is not persuasive for reasons set forth above. Applicants also argue that "a 
group reactive to derivatization is not a narrow range of . . . non-hydrogen substituents." This is 
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not persuasive because the phraseology starts with the term "include" which, under US patent 
practice, is a narrow term. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 10-20 are rejected under 35 U.S.C. 103(a) as being unpatentable over Mayer et 
al., US 4,647,675, in view of Arnost et al., US 4,900,686, and Kang US 5,846,737. 

Applicants claim conjugated rhodamine dyes of generic formula 1, having several 
substituents. For example, Rl to R14 are each H, alkyl or cycloalkyl; Ra is alkyl, cycloalkyl or 
aryl and Z "includes the conjugated substance". Also, Rl 1 to R14 are each halogens. Mayer et 
al., teach rhodamine dyes having formula 1 , with several substituents. For example, R, Rl to R5 
are each alkyl, cycloalkyl; X and Y are each chlorine or bromine. See the abstract, specific 
species in columns 1 -7, and claims 1 -5 . The difference between the instant invention and that of 
Mayer et al., is that in the instant invention the compounds are being clainjfas conjugate while 
Mayer et al., do not teach the conjugates. However, Arnost et al., teach rhodamine dyes having 
generic formula I. Arnost et al., also teach that, the dyes are commonly used as conjugates in 
biological diagnostic assays, and that the most commonly use dyes are fluorescent dyes (column 
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1, lines 1-40). Kang teaches rhodamine dyes having formulae shown in columns 1-4, and their 
method of use as conjugate of peptides, proteins nucleotides, etc. (column 1, lines 1-4). Kang 
also, teaches the conjugation of rhodamine dyes to bacteria, virus, yeast, and to immobilized 
solid or semi-solid support, such as polymer, membrane, polymeric particle, (microsphere), etc. 
See column 10, lines 10-18. Therefore, the instant invention is prima facie obvious from the 
teachings of Mayer et al., Arnost et al., and Kang. One of ordinary skill in the art would have 
known to conjugate the rhodamine dyes of Mayer et al., at the time the instant invention was 
made. The motivation is to make additional fluorescent conjugates. 

In response to applicant's argument that there is no suggestion to combine the references, 
the examiner recognizes that obviousness can only be established by combining or modifying the 
teachings of the prior art to produce the claimed invention where there is some teaching, 
suggestion, or motivation to do so found either in the references themselves or in the knowledge 
generally available to one of ordinary skill in the art. See In re Fine, 837 F.2d 1071, 5 
USPQ2d 1596 (Fed. Or. 1988)and In re Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). 
In this case, Arnost et al., teach that, the dyes are commonly used as conjugates in biological 
diagnostic assays, and that the most commonly use dyes are fluorescent dyes (column 1 , lines 1 - 
40). Therefore, it is well known in the art that fluorescent dyes are commonly used as 
conjugates. 

The rejection of claims 1-9 under 35 USC 103(a) is now withdrawn. 
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. MADE FINAL. Applicant is reminded of the extension of time 



THIS ACTION IS 

policy as set forth in 37 CFR 1.136(a). 

MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory penod 

cnLiw^y**^^^^**^ 9 *" Inn ° event ' 

date of this final action. 

Telephone Inquiry 

My inouiry concerning this —cation o, earlier communications from the examiner 
shouid be directed to Taofiq A. Solola whose teiephone number is (703) 308-4690. 

,f attempts to reach the examiner by telephone are unsuccessful, the examiner's 

this Group is (703) 308-4556. 

A* ino^ of a genera, nature or relating ,0 the status of this application or proceeding 
snould be directed to the Group receptionist whose telephone number is (703) 308-1235. 



• 
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